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Reply To Restriction Requirement 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

In reply to the Office Action dated December 8, 1999, requesting an election of one 
invention to prosecute in the above-referenced patent application, Applicants hereby provisionally 
elect to prosecute the invention of Group II, represented by claims 95-147. This election is made 
without prejudice to or disclaimer of the other claims or inventions disclosed. 

This election is made with traverse. 

The Examiner has restricted the claims into the following groups: 

I. Claims 27-94 & 148-157, drawn to isolated nucleic acids that encode ET2 
polypeptides, vectors and host cells comprising such, as well as methods of 
producing the polypeptide. 

II. Claims 95 - 1 47, drawn to isolated nucleic acids that encode G ABRE polypeptides, 
vectors and host cells comprising such, as well as methods of producing the 
polypeptide. 

III. Claim 1 0, drawn to purified ET2 polypeptides. 
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Applicants respectfully traverse the restriction requirement. It is the Examiner's position 
that the three groups are directed to physically and functionally distinct products. Further, the 
Examiner stated that the "products can be prepared from different processes" and that the 
"polynucleotides of Group I are distinguished from the polynucleotides of Group II because they 
encode distinct proteins, as illustrated by their unique SEQ ID NOs" (Office action, pages 2 and 
3). The Examiner further asserted that, due to the separate status in the art of the subject matter 
categorized into each group, the search and examination of the three groups together would 
constitute an undue burden. 

The Examiner' s basis for the restriction has been noted. However, even when patentably 
distinct inventions appear in a single application, restriction is improper unless the examiner can 
show that the search and examination of both groups would entail a "serious burden." See MPEP 
§ 803. The Examiner has failed to make such a showing in the present instance. 

Applicants submit that a search of the nucleic acid claims of Group I would clearly provide 
useful information for the polypeptide claim of Group III. This is because the genetic code is 
known. Moreover, in many, if not most, publications where a published nucleotide sequence is 
an open reading frame, the authors also include, as a matter of routine, the deduced amino acid 
sequence. Thus, the searches for nucleic acid molecules and polypeptides encoded by these 
molecules would clearly be overlapping. 

Accordingly, Applicants request that the Examiner reconsider and withdraw the restriction 
requirement as applied to Groups I and III. 

Regarding the restriction between Groups I and II and II and III, Applicants assert that 
again, there is no serious burden for the Examiner to overcome in order to examine all three 
groups. The ET2 polypeptide and the GABRE polypeptide are related polypeptides. Thus, a 
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search of the elected Group II (directed to GABRE) would lend itself to a search of Group I and 
of Group III (for the reasons set forth above) (directed to ET2). 

Accordingly, Applicants request that the Examiner reconsider and withdraw the restriction 
requirement as applied to Groups I and II and Groups II and III. 

Regarding the processes of preparing the products, Applicants submit that the fact that 
the products can be prepared from different processes does not sufficiently distinguish the three 
groups. The products therein can be made by the same process as well. The hypothetical 
methods of producing the products, as posed by the examiner on pages 2-3 of the Office action, 
will not affect the search for the products themselves. 

Reconsideration and withdrawal of the Restriction Requirement, and consideration and 
allowance of all pending claims, are respectfully requested. 

It is not believed that extensions of time are required, beyond those that may otherwise 
be provided for in accompanying documents. However, if additional extensions of time are 
necessary to prevent abandonment of this application, then such extensions of time are hereby 
petitioned under 37 C.F.R. § 1 . 1 36(a), and any fees required therefor are hereby authorized to be 
charged to our Deposit Account No. 19-0036. 



Date: ~~XP^ . ift^og 

1 100 New York Avenue, N.W. 

Suite 600 

Washington, D.C. 20005-3934 
(202) 371-2600 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Kristin K. Vidovich 
Attorney for Applicants 
Registration No. 41,448 



P:\USERS\kvidovic\1488\0950001\restriction. reply 



STERIS T E, KESSLER, GOLDSTEm & Fox P.L.L.C. 

ATTORNEYS AT LAW 
MOO NEW YORK AVENUE. N.W., SUITE 600 
WASHINGTON. O.C. 30005-3934 



(202» 371-2600 
FACSIMILE: (202) 371-2540: (202) 371-6566 



Robert Greene Sterne 
Edward J. Kessler 
Jorge a. Goldstein 
Samuel L. Fox 
David K.S. Cornwell 
Robert w. Esmond 
Tracy-Gene G. Durkin 
Michele A. Cimbala 
Michael B. Ray 
Robert E. Sokohl 
Eric k. Steffe 
Michael O. Lee 



Steven R. Ludwig 
John M. Covert" 
Linda E. Alcorn 
Raz E. Fleshner 
Robert C. Millonig 
Michael V. Messinger 
Judith U. Kim 
Timothy J. Shea. Jr. 
Donald R. McPhail 
Patrick E. Garrett 
Stephen G. Whiteside 
Jeffrey T. Helvey* 



Heidi L. Kraus 
jeffrey r. kurin 
Raymond Millien 
Patrick d. O'Brien 
Lawrence B. Bugaisky 
Crystal D. Sayles" 
Edward W. Yee 
Albert l. Ferro* 
Donald R. Banowit 
Peter a. Jackman 
Molly A. McCall 



Teresa u. Medler 
Jeffrey S. Weaver 
Kristin K. Vidovich 
Kendrick p. Patterson 
Donald J. Featherstone 
Grant E. Reed 
Vincent L. Capuano 
John A. Harroun* 
Matthew M. Catlett* 
Nathan K. Kelley* 
Albert J. Fasulo h * 



Karen R. Markowicz" 
Suzanne E. Ziska" 
Brian J. Del Buono" 
Andrea J. Kamage** 
Nancy J. Leith ,# 
Tarja H. Naukkari nen** 



"Bar Other Than D.C. 
•Registered Patent Agents 




January 10 5 2 0 00 



Writer 's Direct Number; 

(202)789-5519 
INTERNET ADDRESS: 

KVIDOVIC@SKGF.COM 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Re: U.S. Utility Patent Application 

Appl. No. 09/030,832; Filed: February 26, 1998 
For: GABA A Receptor Epsilon Subunits 
Inventors: Hanna et al. 
Our Ref: 1488.0950001/EKS/KKV 

, Sir: 

Transmitted herewith for appropriate action are the following documents: 

1 . Reply To Restriction Requirement; and 

2. One (1) Return Postcard. 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time a^ 
necessary to prevent abandonment of this patent application, then such extensions of time are 
hereby petitioned. 



RECEIVED 

JAN ! f 2000 
TECH CENTER t600/2goo 



Sterne, Kessleh, Goldsteiw Fox f.l.l.c. 



Assistant Commissioner for Patents 
January 10 5 2000 
Page 2 



The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 19-0036. A duplicate copy of this letter 
is enclosed. 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




EKS/KKV:asl 
Enclosures 
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